
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/772,267 


02/06/2004 

* 


Shunpei Yamazaki 


740756-2708 


4444 



22204 7590 

NIXON PEABODY, LLP 
401 9TH STREET, NW 
SUITE 900 

WASHINGTON, DC 20004-2128 



10/03/2007 



EXAMINER 



MOORE, KARLA A 



ART UNIT 



1763 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



10/03/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

■ 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/772,267 


Applicant(s) 

YAMAZAKI, SHUNPEI 


Examiner 

^\ %*■ 9 Villi V> 1 

Karla Moore 


Art Unit 

1763 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 09 July 2007 . 
2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) G3 Claim(s) 1.3.4.9-12.19-23.29-31 and 33-60 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1.3.4.9-12.19-23.29-31 and 33-60 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 08 March 2005 is/are: a)E3 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 



Claim Objections 

1 . Claims 21 and 35 objected to because of the following informalities: The claims 
appear to be duplicates of one another. Appropriate correction is required. 

2. Claims 22 and 36 objected to because of the following informalities: The claims 
appear to be duplicates of one another. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

» 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 23, 29-30 and 41-42 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

5. Claim 23 recites the limitation "the film forming treatment, the etching treatment, 
the ashing treatment". There is insufficient antecedent basis for this limitation in the 
claim. 

6. Claim 29 recites the limitation "the first plasma generating device". There is 
insufficient antecedent basis for this limitation in the claim. 

7. Claim 30 recites the limitations "the first plasma treatment" and "the first plasma 
generating device". There is insufficient antecedent basis for these limitations in the 
claim. 



♦ 
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8. Claims 41 and 42 recite the limitations "the first plasma generating device" and 
"the second plasma generating device". There is insufficient antecedent basis for these 
limitations in the claim. Examiner has assumed that the claim meant to refer to "the 
plasma generating device". 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

« 

the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claims 1 and 3-4, 1 9-23, 29-30, 33-38, 41 , 43-44, 46-50 and 56-60 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent Publication No. 
2002/0067400 to Kawase et al. in view of European Patent No. 1 071 1 17 A2 to 
Yamazaki and U.S. Patent No. 5,679,167 to Muehlberger). 
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12. Kawase et al. disclose a process and individual apparatus for manufacturing a 
semiconductor device according to a multi-step process, substantially as claimed and 
comprising: a plasma generating device for generating a plasma a plasma and 
processing an object under atmospheric pressure or approximate atmospheric pressure 
(paragraphs 173 and 179); and an ink jet device for applying a droplet to the object 
(paragraphs 173 and 180-181). 

13. However, Kawase et al. fail to disclose the plasma generating device provided in 
a first chamber and the ink jet device provided in a second chamber. 

14. Yamazaki teaches providing a providing a plurality of processing chambers (e.g. 
a first chamber and a second chamber) in a single semiconductor processing apparatus 
for the purpose performing a multi-step processing method without the object being 
processed touching open air, thus fabricating a final product with high reliability 
(abstract). 

1 5. It would have been obvious to one of ordinary skill in the art at the time the 
Applicant's invention was made to have provided the plasma generating device and ink 
jet device in first and second chambers, respectively, in order to perform the multi-step 
processing method of Kawase et al. without the object being processed passing to open 
air, thus fabricating a final product with high reliability as taught by Yamazaki. 

16. Kawase et al. and Yamazaki disclose the invention substantially as claimed and 
as described above. 
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17. However, while Yamazaki does disclose that the object is capable of being 
transferred in/into the first chamber along a first direction, Kawase et al. and Yamazaki 
fail to disclose the plasma generating device is capable of being moved in the first 
chamber along a second direction intersecting with the first direction. 

18. Muehlberger disclose providing a plasma spraying device with a motion control 
device for the purpose of producing oscillating yaw or other motions of the plasma 
spraying device as desired (e.g. column 7, rows 3-5). Although the disclosure of 
Muehlberger does not explicitly disclose that the motion is perpendicular to the direction 
in which the object is transferred in/into the chamber, the disclosure does fairly teach 
that specific motion of the plasma spraying device can be chosen to produce a desired 
pattern and the courts have ruled that "the test of obviousness is not whether features of 
the secondary reference may be bodily incorporated into the primary reference's 
structure, nor whether the claimed invention is expressly suggested in any one or all of 
the references, rather the test is what the combined teachings would have suggested to 

♦ 

those of ordinary skill in the art." Ex parte Martin 21 5 USPQ 543, 544 (PO Bd Pat App 

* 

1981). 

19. It would have been obvious to one of ordinary skill in the art at the time the 
Applicant's invention was made to have provided the plasma generating device capable 
of being moved in the first chamber along a second direction intersecting with the first 
direction in Kawase et al. and Yamazaki et al. in order to produce oscillating yaw or 
other motions of the plasma spraying device as desired as taught by Muehlberger. 

20. With respect to claim 3, the first direction is a unidirection. 
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21 . With respect to claim 4, the object is transferred continuously (through the 
apparatus of Yamazaki) or with the use of step-feed, without being exposed to air 
between steps. 

22. The majority of the limitations of claim 19 are addressed above. With respect to 
the first, second and third directions of movement Muehlberger discloses movement of 
plasma generating device as described above. Per Kawase et al., the ink jet device is 
movable in first and second directions, at least one of which would intersect with a 
direction that it is transferred in/into a chamber for processing (Figure 8 and paragraphs 
72 and 73) and a direction of transfer in the first chamber, which as described above 
can be chosen as desired. 

23. With respect to claims 20 and 23, the plasma treatment is performed by the 
plasma generating device for forming a film over the object, etching the object or ashing 
the object. In Kawase et al., the ink jet device is used for forming a film. Further, with 
respect to claim 23, a plurality of chambers are provided so that processing can occur 
simultaneously in each of the chambers. It is also noted that a claim containing a 
"recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus" if the 
prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham , 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) 

24. With respect to claim 21 and 35, the first direction is a unidirection. 
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25. With respect to claims 22 and 36, the object is transferred continuously (through 
the apparatus of Yamazaki) or with the use of step-feed, without being exposed to air 
between steps. 

26. With respect to claim 29, the plasma plasma generating device can be used for 
forming a film over the object, etching or ashing, depending on the processing material 
used. See paragraph 179. 

27. With respect to claims 30, 33 and 38, which only comprise method limitations 
drawn to an intended use of the apparatus, the courts have ruled that a claim containing 
a "recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus" if the 
prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham . 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) 

28. With respect to claim 34, the applying of the droplet is performed to a surface of 
the object under atmospheric pressure or approximate to atmospheric pressure. 
Although, Kawase et al. do not explicitly teach that the ink jet device performs under 
atmospheric pressure or approximate to atmospheric pressure, at paragraph 73, in 
Figure 8 and at paragraph 71 , the ink jet device is disclosed and it is taught that it may 
or may not be covered, as necessary, which means that the apparatus is operable at 
atmospheric pressure. 

29. With respect to claim 37, which is drawn to a processing material, the courts 
have ruled that Expressions relating the apparatus to contents thereof during an 
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intended operation are of no significance in determining patentability of the apparatus 

> • 

claim. Ex parte Thibault . 164 USPQ 666, 667 (Bd. App. 1969). 

30. With respect to claims 41 and 44, the plasma generating devices of Muehlberger 
et al. comprise first and second electrodes (Figure 6, 120 and 122; column 13, rows 30- 
50) for generating a plasma between the first and second electrodes and the first and 
second electrode have a nozzle shaped opening. . 

31 . With respect to claim 43, the ink jet device comprises a nozzle provided with a 
hole for pushing out the droplet from the hole. See Figure 10 and paragraph 87 of 
Kawase et al. 

32. With respect to claims 46-50 and 56-60, which are drawn to an item to be worked 
upon by the claimed apparatus, the courts have ruled that the inclusion of material or 
article worked upon by a structure being claimed does not impart patentability to the 
claims. In re Young, 75 F.2d 966, 25 USPQ 69 (CCPA 1935) (as restated in In re 
Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). 

33. Claims 9-12, 31, 39-40, 42, 45 and 51-55 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent Publication No. 2002/0067400 to Kawase et al. in 
view of European Patent No. 1 071 1 17 A2 to Yamazaki. 

34. Regarding claim 9, Kawase et al. disclose a process and individual apparatus for 
manufacturing a semiconductor device according to a multi-step process, substantially 
as claimed and comprising: a plasma generating device for generating a plasma a 
plasma and processing an object under atmospheric pressure or approximate 
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atmospheric pressure (paragraphs 173 and 179); and an ink jet device for applying a 
droplet to the object (paragraphs 173 and 180-181). The ink jet device is movable in 
first and second directions, at least one of which would intersect with a direction that it is 
transferred in/into a chamber for processing (Figure 8 and paragraphs 72 and 73). 

35. However, Kawase et al. fail to disclose the plasma generating device provided in 
a first chamber and the ink jet device provided in a second chamber. 

36. Yamazaki teaches providing a providing a plurality of processing chambers (e.g. 
a first chamber and a second chamber) in a single semiconductor processing apparatus 
for the purpose performing a multi-step processing method without the object being 
processed touching open air, thus fabricating a final product with high reliability 
(abstract). 

37. It would have been obvious to one of ordinary skill in the art at the time the 
Applicant's invention was made to have provided the plasma generating device and ink 
jet device in first and second chambers, respectively, in order to perform the multi-step 
processing method of Kawase et al. without the object being processed passing to open 
air, thus fabricating a final product with high reliability as taught by Yamazaki. 

38. With respect to claim 10, the applying of the droplet is performed to a surface of 
the object under atmospheric pressure or approximate to atmospheric pressure. 
Although, Kawase et al. do not explicitly teach that the ink jet device performs under 
atmospheric pressure or approximate to atmospheric pressure, at paragraph 73, in 
Figure 8 and at paragraph 71 , the ink jet device is disclosed and it is taught that it may 
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or may not be covered, as necessary, which means that the apparatus is operable at 
atmospheric pressure. 

39. With respect to claim 1 1 , the first direction is a unidirection. 

40. With respect to claim 12, the object is transferred continuously (through the 
apparatus of Yamazaki) or with the use of step-feed, without being exposed to air 
between steps. 

41 . With respect to claim 31 , which comprises method limitations drawn to an 
intended use of the apparatus, the courts have ruled that a claim containing a "recitation 
with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus" if the prior art 
apparatus teaches all the structural limitations of the claim. Ex parte Masham f 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). 

* 

42. With respect to claims 39 and 40, as described above, the apparatus of 
Yamazaki is provided so that a number of processes can be performed in the same 
apparatus in different chambers without being exposed to air. So, it would have been 
obvious to one of ordinary skill in the art that additional plasma treatment devices could 
be added in other chambers, as well. The courts have ruled that The mere duplication 
of parts has no patentable significance unless a new and unexpected result is 
produced. In re Harza . 274 F.2d 669, 124 USPQ 378 (CCPA 1960). 

43. With respect to claim 42, the plasma generating devices of Muehlberger et al. 
comprise first and second electrodes (Figure 6, 120 and 122; column 13, rows 30-50) 



* 
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for generating a plasma between the first and second electrodes and the first and 
second electrode have a nozzle shaped opening. 

44. With respect to claim 45, the ink jet device comprises a nozzle provided with a 
hole for pushing out the droplet from the hole. See Figure 10 and paragraph 87 of 
Kawase et al. 

45. With respect to claims 51-55, which are drawn to an item to be worked upon by 
the claimed apparatus, the courts have ruled that the inclusion of material or article 
worked upon by a structure being claimed does not impart patentability to the claims. In 
re Young, 75 F.2d 966, 25 USPQ 69 (CCPA 1935) (as restated in In re Otto, 312 F.2d 
937, 1 36 USPQ 458, 459 (CCPA 1 963)). 

Response to Arguments 

46. Applicant's arguments with respect to claims 1-3-4, 9-12,19-23,29-31 and 33-60 

< 

have been considered but are moot in view of the new ground(s) of rejection. New art 
has been relied upon to address the amendments, which changed the scope of the 
claims 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

» 

examiner should be directed to Karla Moore whose telephone number is 571.272.1440. 
The examiner can normally be reached on Monday-Friday, 9:00 am-6:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on 571.272.1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
syste\n,/6a« 8O0-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 
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